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HUDSON MOTOR CAR CO. V. HUDSON TIRE CO. 


Hupson Moror Car Co. v. Hupson Tire Co. 


United States District Court, District of New Jersey 


September, 1927 
TrapE-Marxs—“Hvupson”—INFRINGEMENT—UsE oN Retatep Goops—In- 
JUNCTION. 


The use by defendant of the words “Hudson Cord” and “Hudson 
Super Cord” as trade-marks on automobile tires after adoption and 
use by plaintiff of the word “Hudson” and “Hudson Super Six” as 
trade-marks for automobiles, the latter marks having been duly 
registered in the Patent Office, held an infringement and an injunc- 
tion was granted. 


Same—Same—Unrarr Competition—Use or Same Marks on Tires anp 
on AUTOMOBILES. 


Plaintiff, which first began to do a general garage business under 
the name Hudson Taxicab Company, and later began a tire repair 
business, by changing its name to “Hudson Tire Co., Inc.,” and by 
displaying the words “Hudson” and “Super” on its tires, was unfairly 
competing with plaintiff company, which was first to adopt and use 
the words “Hudson” and “Super” on its automobiles, in spite of the 
fact that defendant’s original use of the word “Hudson” antedated 
the incorporation of the plaintiff company. 

In equity. Action for trade-mark infringement and unfair 


competition. Injunction granted. 


Samuel D. Oliphant, Macleod, Calver, Copeland & Dike, all 
of New York City, for plaintiff. 


Philip J. Schotland, of Newark, N. J., for defendant. 


Runyon, D. J.: The plaintiff herein, manufacturer of Hud- 
son automobiles, has brought suit in equity against the Hudson 
Tire Company, of Newark, N. J., charging trade-mark infringe- 
ment and unfair competition on the part of the defendant in its 
manufacture and sale of automobile tires, variously marked “Hud- 
son Cord,’ “New Hudson Cord,” and “Hudson Super Cord.” 

The Hudson Motor Car Company was organized under the 
laws of Michigan in the month of February, 1909, and has con- 
tinued to do business under such original corporate name at all 
times since that date. 

In July, 1909, it adopted as a trade-mark for its cars and 
various parts thereof the word Hudson, displayed within an inverted 
triangle, and registered the same under the Trade-Mark Act of 
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1905, filing its application therefor on October 6, 1911, and re- 
ceiving such registration on August 8, 1916. 

On October 2, 1915, this company also adopted the word Super- 
Six as a trade-mark to designate its automobiles, filed its applica- 
tion for registration thereof on November 26, 1915, and secured 
same on May 2, 1916. 

The word Hudson, within the triangle, is placed on the radia- 
tor name plate of the company’s cars, and stands out conspicuously, 
being enameled a dark color as against the white-enameled back- 
ground of the solid metal triangle. The name also appears on 
various other parts of the cars and on accessories, such as bag 
containers and shipping crates. 

The trade-mark ‘“Super-Six” is used in connection with the 
word Hudson, and appears on the hub caps of the company’s cars, 
within the triangle, and forming the phrase, Hudson Super-Six. 

Mr. Ehrlich, president of the defendant company, testifies 
that he began the use of the word “Hudson” in connection with his 
business about 1906 or 1907. He had a stable, located near the 
Hudson Boulevard in Jersey City. Converting it into a garage 
and renting a portion thereof to the local agent of the Cadillac 
car, he named his place the Hudson Garage, and, after conducting 
same as a general garage for about five years, sold it later to an- 
other party who continued the business under the name of the 
Hudson Taxicab Company and Hudson Garage. 

After five years in the garage business, he testifies that he 
drifted into the making of tires, first at Jersey City in the garage 
and after 1914 in the city of Newark. 

The nature of his early product is described by him as fol- 
lows: 


“Why, I took a—like a used tire, like it would go bad in the bead, 
some of the tires that they run flat, or the bead wasn’t perfected in those 
days; they put in some fabric or something instead of putting in steel 
wires and the bead wouldn’t stand up; and I would buy up these tires 
at the factories or various different places where they had them, and 
then the tires that were wore out, I would put that tire on top of the 
other one and then sew it together.” 


On this product were burnt in with an electric stencil the 
words “Hudson Double,” or the single word “Hudson.” 
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While these double tread tires are still continued as a part 
of defendant’s business, the manufactured tire, first made by an- 
other company for defendant about 1920 and bearing its present 
corporate name stamped thereon, is the larger activity at present. 

The first corporate name of defendant was “Hudson Double 
Tire Co., Inc.,” secured by charter dated December 18, 1915, his 
name being changed to its present one, “Hudson Tire Co., Inc.,” 
by amended charter filed the next year. 

With the manufactured tires was instituted a new set of names, 
the various designations being “Hudson Super Cord,’ “The New 
Hudson Cord,’ and “Hudson Cord”; and it is to secure a dis- 
continuance of the use of the triangle and the words “Hudson” 
and “Super” in connection with the output of defendant’s tires 
that this action is brought. 

By way of recapitulation, it may be said that the president of 
the defendant company first used the word “Hudson” about 1906 
or 1907, when he named his garage, located near the Hudson Boule- 
vard in Jersey City, Hudson County, the “Hudson Garage.” 

In February, 1909, the Hudson Motor Car Company was 
incorporated, and in July of the same year it adopted the use of 
the word Hudson and the inverted triangle as its trade-mark, filing 
its application for registration thereof on October 6, 1911. 

In 1911 or 1912, after five years in the garage business, the 
president of the present defendant company, before any incorpora- 
tion was had, drifted into the making of tires, branding them the 
“Hudson” or “Hudson Double.” 

On October 2, 1915, the plaintiff company adopted the trade- 
mark “Super-Six” to describe its cars, filing its application for 
registration thereof on November 26, 1915. 

On December 18, 1915, the defendant company, under the 
name of “Hudson Double Tire Co., Inc.,” was incorporated. 

In 1916 defendant’s charter was amended and the corporate 
name changed to “Hudson Tire Co., Inc.” 

On May 2, 1916, plaintiff company secured the registration of 
its “Super-Six” trade-mark, and on August 8, 1916, registration of 
its trade-mark “Hudson,” within the inverted triangle. 
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In 1919 or 1920, defendant company began to put out its own 
tires, as manufactured for it, and then adopted the word “Super” 
as a part of the tire name, and also used the inverted triangle. 

It is thus to be seen that the first use of the word “Hudson” 
was in its application to the Jersey City garage, and the appro- 
priateness of the term is clearly evident when its location is remem- 
bered. The plaintiff company had not come into existence, and 
neither was there any special feature or output of the garage busi- 
ness to which the name Hudson might have attached in the sense 
of distinguishing it from other products of the same class. It was 
the ordinary garage business, and the word “Hudson” in connec- 
tion therewith accomplished nothing more than to distinguish the 
place itself from other garages. Therefore, no exception can be 
taken to Mr. Ehrlich’s original appropriation of the word “Hud- 
son.” 

In the year 1909, there came into existence the plaintiff com- 
pany, given the right by the State of Michigan to adopt the title 
“Hudson Motor Car Company” and to manufacture automobiles 
under that name. Quite contrary to the designating function per- 
formed by the word “Hudson” as applied to the Jersey City build- 
ing, the primary use of the word “Hudson” in the Michigan cor- 
poration has been to identify the product of the corporate business 
and to distinguish it from any other automobile made. 

And as marketability depends largely upon excellence of prod- 
uct, especially in the case of commodities classified more or less 
as luxuries, it behooves a manufacturer to guard well his product 
to the end, not only that everything entering into such product 
shall merit his own approval as well as that of the public, but also 
that the name of his product in its every part shall be held to a 
like standard of excellence. In no other way can a buying public, 
guided largely by titles and names in its purchases, be protected. 

All this, it would appear, the plaintiff company has endeavored 
to do. And in furthering general public knowledge of its cars it 
has expended millions of dollars, the result being that the “Hud- 
son” is one of the country’s best known automobiles, while the name 
“Hudson,” whatever may have been the reason which prompted 
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its adoption—a surname or a geographical designation—has, 
through its widespread and long-continued use, gained a secondary 
meaning quite apart from its original one, which was that of a 
name and nothing more. 


In discussing the rule regarding such secondary meaning, the 
court in Merrian v. Saalfield, 198 Fed. 369-373 [2 T. M. Rep. 1], 
says: 

“Hence came the ‘secondary meaning’ theory. There is nothing ab- 
struse or complicated about this theory, however difficult its application 
may sometime be. It contemplates that a word or phrase originally, and 
in that sense primarily, incapable of exclusive appropriation with refer- 
ence to an article on the market, because geographically or otherwise 
descriptive, might nevertheless have been used so long and so exclusively 
by one producer with reference to his article that, in that trade and to 
that branch of the purchasing public, the word or phrase had come to 
mean that the article was his product; in other words, had come to be, 
to them, his trade-mark. So it was said that the word had come to have 
a secondary meaning, although this phrase, ‘secondary meaning,’ seems 
not happily chosen, because, in the limited field, this new meaning is 
primary rather than secondary; that is to say, it is, in that field, the 


natural meaning.” 

See also Wells § Richardson Co. v. Siegel, Cooper § Co., 106 
Fed. 77; Colgate v. Adams, 88 Fed. 900. Also French Republic 
v. Saratoga Vichy Co., 191 U. S. 427, 485. 

Elgin Nat'l Watch Co. v. Loveland, 182 Fed. 41, 46, 47. 
Fuller v. Huff, 104 Fed. 141. 

British-American Tobacco Co., Ltd. v. British-American Cigar 
Stores Co., 211 Fed. 983 [4 T. M. Rep. 293]. 

O. & W. Thum Co. v. Dickinson, et al., 245 Fed. 609 [9 T. M. 
Rep. 89]. 

Scandinavia Belting Co. v. Asbestos §& Rubber Works of 
America, 257 Fed. 987, C. C. A. [9 T. M. Rep. 136]. 

Trappey v. McIlhenny Co., 281 Fed. 23, C. C. A. [12 T. M. 
Rep. 179]. 

Charles Broadway Rouss v. Winchester Co., 290 Fed. 468 
[14 T. M. Rep. 159]. 

Globe-Wernicke Co. v. Brown, et al., 121 Fed. 185. Zittlesen 
v. Boss, 219 Fed. 887. 

It was long after the plaintiff company had launched its busi- 
ness and begun to build its reputation that the defendant’s president 
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“drifted into making tires.” Giving up the garage business, he 
testifies that he began the collection of faulty tires of various makes; 
some with beads that “wouldn’t stand up”; others that were worn 
out; still others that had run flat; and, placing one faulty tire on 
top of another afflicted one—their respective ailments being dif- 
ferent, however—would sew them together and produce for sale a 
“Hudson Double.” 

Despite this use of the word “Hudson” as first employed in 
connection with tires at that time, I am of the opinion that the 
appearance of the product itself would have sufficed to protect the 
plaintiff company against loss through any misunderstanding on 
the part of the purchasing public. Palpably a made-over tire, 
buffed and cleaned somewhat, but oftentimes with the name of the 
original makers remaining intact upon the outershoe, the mixed 
ancestry of a “Hudson Double” was clearly evident. 

It therefore becomes necessary to follow the defendant com- 
pany’s activities through to a more recent day in order to deter- 
mine the justice or error in the plaintiff’s claim. 

The defendant company had been manufacturing or assembling 
“Hudson Double” tires for four or five years when the “Hudson 
Double Tire Co., Inc.,” was first incorporated in December, 1915, 
and at this time the word “Hudson” had ceased to have any special 
geographical significance inasmuch as the business had been re- 
moved to Newark in 1914. 

A year later the corporate name was changed to “Hudson Tire 
Co., Inc.,” although the nature of the business seems to have re- 
mained the same, for it was not until the year 1919 or 1920 that 
the defendant company began to have manufactured for it and to 
sell its own tires. 

And it is at this point that the defendant company appears 
to me to have appropriated deliberately, for its own gain, much 
of that to which the plaintiff company had become entitled, and 
for the development of which as valuable trade factors it had 
expended and still spends large sums of money. 

For, in addition to its corporate name, carrying in all its 
published forms the display word “Hudson,” and the word “De- 
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troit” in bold lettering, the plaintiff company had gained the right 
through registration to use the word “Super-Six” as descriptive 
of its cars and also to employ an inverted triangle as a frame to 
surround its authorized phrases. 

When the defendant company’s new style of tire made its 
appearance, it had adopted as portions of its descriptive legend, 
stamped in the fabric, both the word “Super” and the inverted 
triangle. Following the stamp around the circle one reads and 
sees on a typical tire the following: “Hudson Super Cord (in- 
verted triangle surrounded by words Hudson Super Cord) Mfd. 
by Hudson Tire Co., Newark, N. J., U. S. A., 257147, 30x3144— 
105/585, Patent applied for.” 

A portion of this lettering is conspicuously large, another por- 
tion of much smaller and less noticeable proportions, and this 
latter class is composed of the words “Mfd. by Hudson Tire Co., 
Newark, N. J.,” and “Patent applied for,’ and the serial number 
257147. 

The defendant company champions its use of the word “Su- 
per’ on the ground that it is simply descriptive of an oversized tire 
and that, therefore, its employment of the words “Hudson Super 
Cord” is in nowise an infringement of the plaintiff company’s 
rights. 

This defense of the single word “Super” may have its justifi- 
cation, but when taken in connection with the word “Hudson” it 
becomes “Hudson Super,” and “Hudson Super” is one of the terms 
by which the plaintiff's car has become commonly known. And, 
furthermore, when the inverted triangle, another of plaintiff's 
authorized creations, likewise appears in the defendant’s combina- 
tion it betokens to me a comprehensive plan to secure an altogether 
unwarranted advantage. 

Now, while the field of synonyms which may describe an over- 
sized tire is doubtless a most limited one, the field of allowable 
designs which may become associated in the public mind with a 
certain product knows no limits, and the drafting of the inverted 
triangle to serve with “Hudson” and “Super” is therefore eloquent 
of the defendant company’s studied attempt to profit by the plain- 
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tiff’s dearly bought efforts to further its own legitimate business. 

A survey of the advertisements of 226 tire companies appear- 
ing in a tire rate book, one page of which appears as an exhibit in 
this case, also discloses the fact that none of them places upon the 
single word “Super” the entire burden of conveying the thought 
that an oversized tire is indicated as the defendant claims justifi- 
cation for having done. 

There are but 10 of the more than 200 other manufacturers 
who make any use of the word “Super” and their use is thus indi- 
cated in the respective cases: “Super-Grip-Cord Tires,’ “Super 
Size Tire,” “Super Size Fabric,” “Super Tread Cord Tires,” “Ex- 
tra Super Size,” “Super-Oversize,” “Supershod,” and “Super Size 
Cord.” 

These facts of themselves are to my mind strongly persuasive 
of the thought that the defendant company’s use of the word 
“Super” had more than the one asserted reason for its employment. 

In addition to the foregoing, there was evidence offered at 
the trial by the plaintiff which tended to show that the defendant 
company made proposals to at least one Hudson car dealer to 
remove the original tires from a new Hudson car and substitute 
the “Hudson Super Cords” therefor, with a cash or credit allow- 
ance to the dealer for the difference in price, and that on several 
occasions these changes were actually made. 


This scheme, carried into execution, would mean in each in- 
stance the removal of the standard Goodyear, Fisk, or Miller tires 


used by the Hudson Company on its car and the installation of 
“Hudson Super Cords” on a “Hudson Super-Six.” 

Although the defendant denied this line of testimony, the fact 
that the witnesses who gave it are disinterested parties adds serious 
weight to their words, and I am impressed by it as evidencing 
another attempt to associate its own product with that of the plain- 
tiff for whatever such occasional installations might be worth. 

The defendant further contends that if it could at any time 
have been deemed guilty of infringement, it purged itself when, 
upon notification by plaintiff of its claims, it abandoned the triangle 
and substituted a triangular pennant “on the Yale Banner style,” 
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and inserted the words “The New” before the words “Hudson 
Cord.” 


Visualization of these changes fails to carry conviction of sin- 
cerity. The “banner style” is nothing more nor less than a triangle 
of somewhat different shape, while the words “The New” are alto- 


gether inconspicuous when compared with the lettering and size 
of the words “Hudson Cord.” 

This persistency, I believe, is further proof of defendant’s 
studied efforts to secure advantage at the expense of the plaintiff; 
for, while the evidence shows that the Hudson Motor Company 
does not manufacture its own tires but uses standard makes for 
the purpose of equipping its cars, tires are so closely allied to auto- 
mobiles in the public mind, and indeed so essential a part of the 
completed car, that a phrasing or trade-mark used to exploit a tire 
which is identical with or largely similar to the phrasing or trade- 
mark by which a certain make of automobiles is known, is distinctly 
calculated to convey the idea of common origin in the public mind. 

That this is the case may be gathered from the language of 
our own Circuit Court of Appeals in the case of Akron-Overland 
Tire Co. v. Willys-Overland Co., 273 Fed. 674 at page 676 [11 
T. M. Rep. 281], where the court says, in part: 


«“* * * While it may be conceded that the plaintiff company manu- 
factures automobiles and the defendant does not, and while the plaintiff 
does not make or sell automobile tires, and the defendant retreads and 
sells tires, and in the exact terms the two do not compete in these par- 
ticular things, yet the fact remains that the business of both is so con- 
nected with automobiles that the public, in buying the stocks, securities, 
and retread tires of the defendant company, by the use of the word ‘Over- 
land’ in connection therewith, will, by such descriptive word, be led to 
believe it is buying property or articles owned or dealt in by the plain- 
tiff or one of its subsidiary companies. That the plaintiff had in the 
word ‘Overland’ a good-will of high reputation and great value in con- 
nection with automobiles cannot be gainsaid. That the defendant’s use of 
the word ‘Overland,’ in connection with the sale of its retread tires and 
its stocks and securities, would enable it to share in the plaintiff's good- 
will and reputation, also cannot be gainsaid. That such use of the word 
‘Overland’ by the defendant would breed confusion and misunderstanding 
in the minds of the public is foreshadowed by what did happen in the 
way of third parties confusing and connecting the defendant and its acts 
with the plaintiff company, and even holding the plaintiff accountable for 
such acts. Indeed, it is manifest that under the facts of this case the 
maintenance by the plaintiff of the good-will attributed to Overland busi- 
ness and products would, in the future, be determined not alone by what 
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the plaintiff did to uphold the standard of that good-will, but by what 
the defendant might do by failure to uphold such reputation and main- 
tain such good will.” 


* * * * * * * 


“It will thus be seen that the business of both companies, because 
they both concerned some phase of automobile activity were interrelated, 
and that since the operations of the plaintiff company in that field were 
known to, and described by, the public by the business or trade-name of 
‘Overland, it necessarily followed that, when the defendant company 
sought to describe its ventures by the trade-name ‘Overland,’ it was calcu- 
lated to confuse the public mind and enabled the defendant to draw to 
itself, and to draw from the plaintiff, the exclusive trade-name and trade 
good-will which the plaintiff, by a business course of years, had given to 
the word ‘Overland’ in connection with the automobile industry. Such 
being the fact, it follows that both English and American authorities 
justify the court below in its action, for in fact there was substantial and 
material competition between these parties.” 


The same court has gone even further in its protection of a 
trade-name, extending it to a case where there was no similarity 
or kinship in the respective products except for the employment of 
electricity in each. 

In the case of Wall v. Rolls-Royce of America, Inc., 4 Fed. 
(2d) 333-334 [15 T. M. Rep. 239], the court said: 


“It is true those companies made automobiles and aeroplanes, and 
Wall sold radio tubes and no one could think when he bought a radio 
tube he was buying an automobile or an aeroplane; but that is not the 
test and gist of this case. Electricity is one of the vital elements in auto- 
mobile and aeroplane construction and having built up a trade-name and 
fame in two articles of which electrical appliances were all important 
factors, what would more naturally come to the mind of a man with a 
radio tube in his receiving set on which was the name Rolls-Royce, with 
nothing else to indicate its origin, than for him to suppose that the Rolls- 
Royce Company had extended its high grade of electric product to the 
new, electric-using radio art as well? And if this Rolls-Royce radio tube 
proved unsatisfactory, it would show in his mind at once an undermining 
distrust of the excellence of products which the words Rolls-Royce had 
hitherto stood for.” 


And while defendant’s original employment of the word “Hud- 
son” undoubtedly antedated the incorporation of the plaintiff com- 
pany, and had the warrant of local appropriateness at the time, 
its subsequent employment of that name in combination with an- 
other word, “Super,’ which plaintiff concededly employed first, 
with the previously registered triangle trade-mark of plaintiff, has, 
in my opinion, rendered each and every part of defendant’s use 
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of “Hudson,” “Super” and a triangular trade-mark violative of 
plaintiff's just rights. 

A decree may be presented enjoining the use of the word 
“Hudson” as a portion of defendant’s corporation name and as 
a trade-mark for tires; against the employment of the phrase “Hud- 
son Super” as descriptive of its tires; and providing for and order- 
ing the cancellation of its registration No. 183262. 


Coca-Cora Co. v. Caruiste Botrune Co. 
(20 F. [2a] 909) 


United States District Court, Eastern District of Kentucky 


June 9, 1927 


Trape-Marxs—Unram Competition—Pretiminary INsuNncTION TO ReE- 
sTRAIN Use or “Roxa-Cona,” as INFRINGEMENT oF “Coca-CoLa,” 
DENIED. 

Preliminary injunction denied to restrain infringement of trade- 
mark “Coca-Cola” by defendant, by use of the name “Roxa-Cola” for 
a similar product, where such use has been known to complainant for 
more than seventeen years before any objection was made. 


In equity. On motion for preliminary injunction. Denied. 


Candler, Thomson & Hirsch, of Atlanta, Ga., and Allen, Botts 
§ Duncan, of Lexington, Ky., for plaintiff. 
Leslie Morris, of Frankfort, Ky., for defendant. 


Anprew M. J. Cocuran, D. J.: This suit is before me on 
motion of plaintiff for preliminary injunction. It is a suit for 
’ and for unfair com- 
petition. The injunction sought is against continuing to infringe 
and compete unfairly. It is claimed that plaintiff's trade-mark is 
infringed by the trade-mark “Roxa-Cola,” applied by defendant 


to its goods. The unfair competition complained of consists in 


infringement of its trade-mark, “Coca-Cola,’ 


using such trade-mark on goods of the same color and consistency 
as plaintiff’s and substituting and passing off defendant’s goods as 
the goods of plaintiff. Point is made in argument of the likeness 
of the crowns used on defendant’s bottles to those used on plain- 
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tiff’s, but no mention of this is made in the bill. It is not claimed 
that there is any substantial similarity between the bottles used by 
the two. 

Defendant and its predecessor began business in 1906. Dur- 
ing all that time they have sold the same goods, in the same bottles, 
with the same crowns, and under the same trade-mark. This has 
been done to plaintiff's knowledge. Defendant’s plant is located 
at Carlisle, county seat of Nicholas County, in this district, and its 
business seems to be confined to that and two or three adjoining 
counties. Plaintiff made no complaint of defendant’s conduct until 
the spring of 1928. It then did so through its general counsel, 
Candler, Thomas & Hirsch, of Atlanta, Ga. The burden of their 
complaint was that some of the retail dealers in defendant’s vicinity 
were substituting its product for plaintiff's. If there was any 
complaint that defendant’s trade-mark was an infringement of 
plaintiff’s, it was not stressed. Some correspondence was had be- 
tween them and defendant. Their last letter was dated March 19, 
1923, and they called therein for answer to their previous letter 


of March 9, 1928. On March 16, 1923, plaintiff, by Charles V. 
Rainwater, its secretary and treasurer, wrote to defendant the 
following letter, to wit: 


“The Coca-Cola Bottling Company, 
“General Office, 231-232 and 233 Candler Building. 
“Coca-Cola. 
“Address all communications to Chas. V. Rainwater, secretary and 
treasurer. 
Atlanta, Ga., March 16, 1923. 

“The Carlisle Bottling Works, Carlisle, Ky.—Gentlemen: Attention 
Mr. G. C. Myers. Answering further your letter of the 6th inst., I want 
to advise that I have had a conference with Messrs. Candler, Thomson & 
Hirsch in regard to the correspondence which they have had with you 
covering certain practices in your city. 

“It appears from this conference that the complaint of Messrs. Cand- 
ler, Thomson & Hirsch in behalf of their client is because of unfair com- 
petition, due to the practice of certain dealers in your city substituting 
your product for Coca-Cola, and further they have evidence which indi- 
cates that you yourself have filled orders with your product when Coca- 
Cola was called for. 

“It appears from your correspondence that you are under the impres- 
sion that the evidence gathered by Messrs. Candler, Thomson & Hirsch 
has come to them through some competition. This I find is not the case. 
The evidence they believe is bona fide and was secured in a very reliable 
manner. 
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“I feel that if you can assure Candler, Thomson & Hirsch that no 
further practice of this kind will be permitted by you in your own plant, 
and that you will use every effort in discouraging the dealers in doing so, 
that you will have no further difficulty. You must realize that, when you 
put into the hands of a dealer a product that enables him to unfairly 
compete with Coca-Cola, you are a party to the transaction. 

“I trust that you will consider this matter very carefully, and if you 
can write a letter of assurance to Messrs. Candler, Thomson & Hirsch on 
these points of unfair competition, I believe that you will not have any 
further difficulty, as stated. 


“Yours very truly, 
“Tur Coca-Cota Borrirunc Company, 
“RG” “By Chas. V. Rainwater, Sec. and Treas. 


It is stated therein that the complaint of plaintiff’s counsel 
against defendant, which the writer has arrived at from conference 
with them, was “unfair competition, due to the practice of certain 
dealers in your city substituting your product for Coca-Cola, and 
further they have evidence which indicates that you yourself have 
filled orders with your product, when Coca-Cola was called for.” 

There is no intimation therein that it was claimed that de- 
fendant was infringing plaintiff's trade-mark. The letter con- 
cludes with these words: 


“I feel that, if you can assure Candler, Thomson & Hirsch that no 
further practice of this kind will be permitted by you in your own plant, 
and that you will use every effort in discouraging the dealers in doing so, 
that you will have no further difficulty. You must realize that, when you 
put into the hands of a dealer a product that enables him to unfairly com- 
pete with Coca-Cola, you are a party to the transaction. 

“I trust that you will consider this matter very carefully, and if 
you can write a letter of assurance to Messrs. Candler, Thomson & Hirsch 
on these points of unfair competition, I believe that you will not have any 
further difficulty, as stated.” 

The defendant did write plaintiff's general counsel a letter 
giving such assurance on March 21, which, it said, was in reply to 
their letter of March 19. With this letter the correspondence 
ceased; and there is no accounting for this, except on the basis that 
the assurance was satisfactory, not only to plaintiff, but to its gen- 
eral counsel. 

This suit was brought April 15, 1926. The evidence introduced 
by plaintiff on the motion consists of the affidavits of two of its 
employees as to purchases the latter part of January, 1923, from 


two retail dealers in Carlisle of defendant’s goods, which were 
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furnished to them in response to a call for Coca-Cola, without any 
intimation that those goods were not the goods called for, which 
purchases preceded the complaint in the spring of 1923, and the 
affidavits of two other of its employees of purchases in July, 1925, 
from defendant, numerous retail dealers in Carlisle, and one or 
two such dealers in Millersburg, a town in Bourbon County, adjoin- 
ing Nicholas. This evidence is completely contradicted by the 
affidavits of the persons who are charged in plaintiff's affidavits to 
have made the sales, filed by defendant. 

On the question as to whether defendant’s trade-mark is an 
infringement of plaintiff’s, I do not feel sure that it is, notwith- 
standing the authorities cited and relied on by plaintiff. In the 
case of Coca-Cola Company v. Koke Company, 254 U. S. 148, 41 
S. Ct. 113, 65 L. Ed. 189 [10 T. M. Rep. 441], the Supreme Court 
said: 


“The product [i. ¢., plaintiff's], including the coloring matter, is free 
to all who can make it, if no extrinsic deceiving element is present.” 


Of course, a product which is not exactly or substantially 


plaintiff’s, though colored exactly as plaintiff's, is free to all who 
can make it, if no such element is present. And possibly the pres- 
ence in a trade-mark used by another to designate such product 
made by him of the word “Cola” or “Kola” is not such a deceiving 
element, if it is qualified by another word distinct from “Coca,” 
and there is no other element of unfair competition in such person’s 
method of doing business. I cannot take position on this question 
without a pretty thorough consideration of the numerous decisions 
relating to the infringement of trade-marks. What I am struck 
with is the fact that, at least for 17 years prior to the spring of 
1928, plaintiff, though knowing of it, never made any complaint 
of defendant’s use of the trade-mark “Roxa-Cola.” If its general 
counsel then made such complaint, it is not to be readily gathered 
from their letter, and at least it was not stressed by them. — 
Then the plaintiff, through Rainwater, its secretary and treas- 
urer, stated that their sole complaint was the furnishing of defend- 
ant’s goods for plaintiff's by retail dealers, and that they would 
be satisfied if defendant would give assurance that there would 
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be no further such substitution, and upon defendant giving that 
assurance they were satisfied. The only reference plaintiff's counsel 
make to this letter of Rainwater is to claim that it is an assump- 
tion that Rainwater was an official of plaintiff, and that there is 
no evidence showing he was in any way, manner, or form connected 
with plaintiff. I do not think that this letter can be disposed of 
in this summary fashion. The circumstances evidence that he was 
what he claimed to be. The conduct on plaintiff's part is very 
strong evidence that plaintiff itself has not looked, and does not 
look, upon the words “Roxa-Cola” as an infringement of its trade- 
mark. 

Then as to the other elements of unfair competition. The 
plaintiff, before the bringing of this suit, never complained of de- 
fendant’s crowns. It did not complain of them in its bill. Before 
then its sole complaint was limited to retail dealers furnishing 
defendant’s goods for plaintiff's when the latter were called for, 
and in its bill its complaint was limited thereto and the infringe- 
ment of its trade-mark. Possibly the complaint of such substitu- 
tion involved all elements of unfair competition. As to such sub- 
stitution, the plaintiff makes quite a formidable case; but it is met 
by an equally formidable case on defendant’s part. It is open to 
say that it is a more formidable case. It would seem to be certain 
that one side or the other is lying, and I am loath to find that 
either is doing so. And, furthermore, if plaintiff's witnesses are 
to be believed, there is not an honest person dealing in defendant’s 
goods; for all alike, when plaintiff's goods are called for, furnish 
defendant’s. It is to be noted that there is no evidence of an 
ordinary purchaser ever having been deceived. Possibly it is a 
difficult matter to find evidence of this sort, if such exists, and 
plaintiff was driven to the necessity of finding out whether de- 
fendant was treating it unfairly in the way it did. This it had a 
right to do. 

In view of these circumstances, I do not feel justified in 
granting plaintiff a preliminary injunction, and the case will have 
to go to a final hearing. I can say this, however, that as at present 
advised I would be disposed to grant an injunction against de- 
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fendant’s further substituting its goods for plaintiff's, and requiring 
it to take such steps as might be deemed advisable to prevent retail 
dealers from doing so. If defendant and its retail dealers are not 
making such substitution, it can do them no harm to grant such 
an injunction; whereas, if they are, plaintiff is entitled to it. Pos- 
sibly, also, defendant should be required to change its crowns. As 
to the use of the trade-mark, I am not disposed to grant an injunc- 
tion against its continued use under the particular circumstances 
of this case. 
The motion for a preliminary injunction is denied. 


Lysot, Inc. v. W. A. MontTGomEery 
United States District Court, Western District of Louisiana 
September 27, 1927 


Trape-Marks aNnD Unrair Competition—“Lysot”—SaLe or ADULTERATED 

Propucr Unper Oricinat Marx—Insuncrion. 

Defendant, a retail druggist, in putting up and selling in other 
than the original containers plaintiff's product, “Lysol,” with certain 
changes in the proportion and character of the original ingredients, 
but under the original trade-mark, held to be unfairly competing with 
latter, and an injunction was granted. 

In equity. Suit to enjoin sale of adulterated product as the 


original. Injunction granted. 


Dubuisson, Perrault § Burleigh, of Opelousas, La., for com- 
plainant. 
Mouton & Debaillon, of Lafayette, La., for respondent. 


Dawkins, J.: This matter has been submitted upon applica- 


tion for a preliminary injunction to restrain the selling or distribu- 
tion by respondent of what complainant contends is a spurious or 
adulterated article, under its trade-name of “Lysol.” Affidavits 
have been submitted by both sides from which, for the purposes of 
this application, I find the facts to be as follows: 

Complainant has, for a long period of years, manufactured 
and sold to distributors a liquid disinfectant, under its duly regis- 
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tered trade-name of “Lysol.” Respondent is in the drug business 
in the town of Lafayette, La., and has retailed the said disin- 
fectant. At some time in the recent past the latter began to pour 
the liquid from the containers in which it had been put up by com- 
plainant into smaller bottles, upon which he placed the typewritten 
label “Lysol-Poison. The Owl Drug Store, Lafayette, Louisiana. 
W. A. Montgomery, R. Ph.” This he claims was done because his 
customers called for smaller quantities than were contained in the 
bottles used by complainant and he was thereby able to meet the 
demands of his trade for less quantities at smaller prices. Several 
samples of this kind, that is, those put up in bottles and bearing 
the label just quoted, were purchased by agents of the complainant 
and sent to chemists in Chicago and New Jersey, the latter being 
connected with the complainant’s business, and were found to con- 
tain different proportions of the ingredients used in the genuine 
article, and instead of potash as an alkali, soda had been substituted. 
No analysis of what he was selling in this way has been made or 
offered by respondent, so that I think I am reasonably justified in 
finding that those analyses furnished by complainant are correct. 
In doing so, I am bound to conclude that the preparation sold by 
the respondent is not genuine “Lysol.” 

The law seems to permit a retailer of a commodity sold under 
a trade-name to sell it in less quantities and in other containers as 
the genuine article, so long as he makes it clear to the public that 
the bottling or packing is done by himself and no change or adul- 
teration of its composition is resorted to. Prestonettes v. de Spot- 
turno Coty, 264 U. S. 359, 68 L. Ed. 781; Cyc. Vol. 38, p. 752. 
However, he cannot so use the name of a trade-mark owner for 
the distribution of a product which is different in composition or 
has been adulterated. 


My conclusion is that complainant is entitled to a preliminary 
injunction restraining respondent from selling or distributing under 
the name of “Lysol” anything other than the genuine article as 
manufactured by complainant. Decree may be presented. 
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Swney Biumentuat & Co., Inc. v. Sautt’s Textite Mra. Co. 
Satt’s TextiteE Mra. Co. v. Sipney Biumentuart & Co., INc. 


United States District Court, District of Connecticut 


August 12, 1927 


Trape-Marks anp Trape-Names—Unrairn ComMPetTiTionN—ABsENCE oF Con- 

FUSiON—DIsMISSAL. 

Claim of unfair competition held not sustained because defendant 
used the same material in making a similar product, where there was 
no evidence of deceit or confusion in the trade. 

In equity. Decree for complainant in first suit on part of 
claim and for defendant on the remainder. In second suit, decree 


of dismissal. 


E. Clarkson Seward and W. Saxton Seward, both of New York 
City, for Blumenthal Co. 

L. A. Watson and Lawrence Bristol, both of New York City, 

for Salt’s Co. 

Note: That portion of the decision relating to the patents is here 
omitted.—Eb. 

Tuomas, D. J.: The Blumenthal Company charges the Salt’s 
Company with unfair trade, and claims that the evidence shows 
that a few months after its fabric was put on the market under 
the trade-name “Barunduk” the Salt’s Company brought out its 
imitation of ““Barunduk” under the name “Burundells.”’ 

There is a natural fur called “Burunduki,’ and this appears 
to be the source of the Blumenthal Company’s trade-name. The 
Salt’s Company’s trade-name seems to be fanciful. Neither the 
spelling, pronunciation, nor the appearance of the two trade-names 
is so similar as to justify a finding of unfair competition merely 
because of the use of these trade-names. 

While it is true that the testimony shows that the Salt’s Com- 
pany’s cloth came on the market a short time after the Blumenthal 
Company’s goods in question came out, Mr. France, president of 
the Salt’s Company, and Mr. Rich, its then sales promotion man- 
ager and stylist, testified that, at the time the Salt’s Company’s 
fabrics in question were brought out, neither of these witnesses had 
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knowledge of the Blumenthal Company’s Barunduk fabric. These 
witnesses account for the Salt’s Company’s patterns complained of 
as being inspired by real fur coats seen by them in a display win- 
dow in a large department store in New York City. It appears 
from the testimony that fabrics of this kind are called “fancies” 
or “novelties,” and that they are passing vogues for such materials. 
It is therefore not surprising that, since at that time there was a 
demand for natural Burunduki fur, which appears to be chipmunk 
pelts sewed together, both of these manufacturers, one in Shelton 
and the other in Bridgeport, Conn., should place on the market, 
about the same time, fur fabric in imitation, or a general simulation, 
of the then popular article, to enable purchasers of less expensive 
materials than real fur to obtain attractive up-to-date garments 
at a relatively low cost. Neither is it unusual that both of these 
manufacturers of pile fabrics should use similar materials for their 
cloth. It is the natural result of skill in the art to choose those 
materials best suited to imitate a particular natural fur which 
fashion dictates for the time being. Such selections of materials 
do not constitute unfair competition. There is no evidence of 
deceit, or palming off of one party’s goods for those of another, 
nor of confusion in the trade brought about by any act of the Salt’s 
Company calculated to result in selling its goods as those of the 
Blumenthal Company, nor a confusion as to the source of the 
product. Harriet Hubbard Ayer, Inc. v. Federal Trade Commis- 
sion (C. C. A.) 15 F. (2d) 274. In Goodyear Co., etc. v. Good- 
year Rubber Co., etc., 128 U. S. 598, 9 S. Ct. 166, 32 L. Ed. 535, 
it was held that relief in equity to restrain unfair trade is granted 
only where the defendant, by his marks, signs, labels, or in other 
ways, represents to the public that the goods sold by him are those 
manufactured or produced by the plaintiff, thus palming off his 
goods for those of a different manufacture, to the injury of the 
plaintiff. Selling at a lower price may be the result of competition, 
but this does not of itself constitute unfair competition. 
Complaint dismissed. 
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GotHam S1tk Hosiery Co., Inc. v. Roman Stripe Mitts, Inc., 
ET AL. 


New York Supreme Court 
Special Term 
January 15, 1927 


Trape-Marxks—Unram Competition—“Srrire” anp Usk or SAME ON 

Hostery—DirFerENTIATING FEATURES. 

The word “stripe” being publici juris as used on hosiery, the use 
by defendants of the words “Roman Stripe” thereon, together with 
dyeing, repair and exchange privileges, and a street number, all 
similar to those advertised by plaintiff, did not tend to confuse the 
public where differentiating features were present, and save for an 
order to discontinue the use of certain cards attached to defendants’ 
stockings, the bill was dismissed. 


In equity. Action for alleged unfair competition. Granted in 
part. 


Abraham I. Spiro and Wm. Felstiner, both of New York City, 
for plaintiff. 

Olvany, Eisner § Donnelly, of New York City, for defend- 
ants. 


Gaveaan, J.: As to the chief features of its case plaintiff 
is dependent on the proposition that it has an exclusive right to 
use the word “stripe,” an everyday word, in connection with the 
sale of hosiery or as part of the trade-name given to a stocking, 
and this because its business and advertising have rendered it im- 
possible for anyone else to so employ it without unfairly competing 
with plaintiff. For defendant manufacturer it is shown that for 
over twenty years, at least, makers have woven a single stripe 
into hosiery for various purposes, though not to indicate a protective 
measure against garter runs, a reason for employing it due to 
comparatively recent styles. It could not be seriously asserted 
that the mere employment of stitching devices to give the same 
protection would constitute unfair competition. A violation of some 
patent right might be involved, but with that we are not concerned. 
Furthermore, it does not seem to me that the use of other than a 
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gold stripe near the top of the stocking, whether or not its purpose 
is to indicate protection against runs, would constitute unfair com- 
petition. Plaintiff's case comes back to an assertion that it alone 
may use the word “stripe” as part of its business title or of a 
designation in the hosiery trade. Much can be said against this 
fundamental claim as well as in its favor; and in my opinion it is 
too doubtful to be made the basis of an injunction before trial. 
The boxes are so dissimilar that no one could be deceived. It is 
not true, as asserted for plaintiff, that on the “Roman Stripe” box 
golden stripes predominate throughout. I do not find one which 
resembles the gold coloring used by plaintiff on its carton. On 
plaintiff's there are two cuts totally absent from defendants’; and 
the markings and colorings of the two boxes are unlike. Nor is 
there any “such complete simulation” as plaintiff alleges. Again, 
there is no force in the argument based upon the dyeing and repair 
service, the exclusive agency feature, the exchange privilege, the 
delivery service, the equalization of selling prices or the location 
on the same side of Fifth Avenue at No. 489. While plaintiff's 
office is at No. 889, and it takes that number for one of its lines, 
it has no monopoly for the sale of hosiery on any particular side 
of the city’s leading retail street. It does not appear that the 
defendant manufacturer is using the number “489” to indicate one 
of its products. The argument as to purpose and intention does 
not go to the root of the matter. We are looking for the effect, 
from the point of view of unfair confusion and competition, regard- 
less of what is intended. It is true that on both containers stripes 
appear, but they are virtually without resemblance to each other; 
and here again we come back to the fundamental proposition re- 
ferred to above. Though in matters of this kind persons connected 
with the trade and women retail purchasers are not easily de- 
ceived, the use of the card attached to the stockings themselves 
should be discontinued forthwith. If this is not agreed to, I will 
consider enjoining the further employment of this interior card 
by each of the defendants made a party to the action through the 
actual service of process before the order to show cause was ob- 
tained. But each side asserts the falsity of the statement made by 
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the other as to the stop run feature being effectual. If, in this 
respect, there is a misrepresentation by plaintiff, there would be 
a question as to its standing in a court of equity. Settle order. 


INDusTRIAL Inv. Co. v. MITCHELL, ET AL. 
(138 S. E. R. 908) 


Supreme Court of Georgia 
June 30, 1927 


Trape-Marks—Unrair CompPeTiTionN—INFRINGEMENT—WHEN PRESENT. 
Infringement of real or trade-name of corporation arises when- 
ever there is such colorable imitation thereof by another that general 
public in exercise of ordinary care, might be led to believe that imita- 


tion is name of corporation first appropriating same, as where names 
are substantially similar. 


Same—Same—“InvustaiaL Loan anp Frvance Company” Hew Nor Iy- 

FRINGEMENT OF “INDUSTRIAL INVESTMENT COMPANY.” 

The name “Industrial Loan and Finance Company” is not so 
similar to and such colorable imitation of name “Industrial Invest- 
ment Company” as would lead public in exercise of ordinary care to 
believe that former name is name of latter corporation so as to bring 
about unfair competition, and hence demurrer to. petition seeking 
injunction against use of former name was properly sustained. 

Petition to review a judgment sustaining a demurrer to the 


petition, petitioner brings error. Affirmed. 


The Industrial Investment Company filed its petition against 
W. C. Mitchell and others, and made these allegations: Petitioner 
is incorporated under the laws of Georgia. Since March 3, 1926, 
it has been continuously engaged in what is commonly known as 
the loan business, for pecuniary profit, under its corporate name. 
The Industrial Investment Company is an arbitrary and fanciful 
name, peculiarly adapted to the lending of money for the purpose 
of inducing small investments. Petitioner appropriated said name 
of Industrial Investment Company as a trade-name, was the first 
user thereof in the locality of Columbus, where its principal office 
is situated, was incorporated under said name on March 8, 1926, 
equipped and opened up an office and business, had its notes, papers, 
and other blanks printed, and has continuously used said name 
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and operated its business thereunder since the date of its incor- 
poration. It has expended large sums of money in advertisements, 
letters, and various forms of literature, has established a good 
reputation and a valuable good will, is regularly engaged in said 
business, and has built up a valuable and profitable business there- 
under. The defendants have conspired to infringe, and have will- 
fully and wrongfully infringed said trade-name so appropriated, 
adopted, and first used by petitioner, in that, on October 25, 1926, 
they filed in the office of the clerk of the superior court of Muscogee 
County a petition for incorporation, wherein and whereby they, 
with intent to deceive and for the purpose of misleading the public, 
and with the intention to injure and damage petitioner's business 
and appropriate the good-will thereof, adopted as a trade-name 
the name “Industrial Loan & Finance Company,” and did by the 
adoption of said name simulate and infringe petitioner’s trade- 
name. Petitioner is informed and believes that the defendants 
are engaged and contemplate engaging in a business similar to 
the business conducted by petitioner. The particular business 
the defendants expect to engage in, as set out in their application 
for charter, is “the lending of money to firms, persons, or corpora- 
tions, upon such security or indorsement as said corporation may 
deem proper, and to engage in a general loan business.” Said 
business being a similar business, and having adopted a similar 
name, the defendants have willfully and wrongfully simulated the 
trade-name of petitioner in such a way as is calculated to, and will, 
deceive and mislead the public, and appropriate to the use of the 
defendants the good-will of petitioner's business. Defendants’ 
trade-name so closely resembles that adopted and first used by 
petitioner that it is calculated to, and will, deceive intended cus- 
tomers of petitioner. The engaging of the defendants in a similar 
business in the same city and the immediate territory where peti- 
tioner is engaged in business will cause confusion to the public, 
and damage petitioner, and impair the good-will of its said busi- 
ness. If the defendants or any of them or any other person or 
persons acting with or for them are allowed to operate defendants’ 
business under said name of “Industrial Loan & Finance Com- 





482 SEVENTEEN TRADE-MARK REPORTER 


pany,” the name that has been heretofore appropriated by the 
plaintiff in developing said business, in advertising the same, and 
in establishing the good-will thereof will have been a total loss 
to petitioner, and it will be impossible to determine the exact dam- 
age which will be sustained by it. Petitioner prayed that the de- 
fendants be enjoined from operating as a firm, corporation, co- 
partnership, or in any other manner whatsoever, any business in 
the name of Industrial Loan & Finance Company, and from prose- 
cuting its application for a charter under said name. 

To this petition the defendants demurred upon the grounds: 
(a) That it sets out no cause of action; (b) that there is no equity 
in the petition; (c) that it does not show that petitioner is entitled 
to the relief prayed; (d) that the facts alleged do not show that 
the defendants are, or are likely to become, infringers of any rights 
of petitioners; and (e) that the name “Industrial Investment Com- 
pany” and the name “Industrial Loan & Finance Company” are 
not near enough alike to cause the general public, in the exercise 
of ordinary care, to think that the names are the same. The court 
sustained the demurrer, and the petitioner excepted. 


McCutchen, Bowden § Gaggstatter, of Columbus, Ga., for 
plaintiff in error. 
A. W. Cozart, of Columbus, Ga., for defendants in error. 


Hines, J.: An infringement of the real or trade name of a 
corporation arises whenever there is such a colorable imitation 
thereof by another that the general public, in the exercise of or- 
dinary care, might be led to believe that the imitation is the name 
of the corporation first appropriating the same. Lane v. Evening 
Star Society, 120 Ga. 355, 47 S. E. 951; Rome Machine, etc., Co. 
v. Davis Foundry, etc., Works, 185 Ga. 17, 68 S. E. 800; Saunders 
System, etc., Co. v. Drive It Yourself Co., 158 Ga. 1, 128 S. E. 
182 [14 T. M. Rep. 318]. Gilman v. Hunnewell, 122 Mass. 189. 
This principle is applicable where the names are substantially 
similar. Creswill v. Knights of Pythias, 188 Ga. 887, 67 S. E. 
188, 184 Am. St. Rep. 231, 18 Ann. Cas. 458; Emory v. Odd Fel- 
lows, 140 Ga. 428, 78 S. E. 922. 
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The following names have been held not to be so similar as to 
come within this prohibition: “Los Angeles Trust & Savings Bank” 
and “Los Angeles Savings Bank” (In re Los Angeles Trust Co., 
158 Cal. 608, 112 P. 56); “Elgin Creamery Company” and “Elgin 
Butter Company” (Elgin Butter Co. v. Elgin Creamery Co., 155 
Ill. 127, 40 N. E. 616); “Industrial Mutual Deposit Company” 
and “Central Mutual Deposit Company” (Industrial Mut. Deposit 
Co. v. Central Mut. Deposit Co., 112 Ky. 987, 66 S. W. 1082); 
“Michigan Savings Bank of Detroit, Mich.,” doing business as 
Michigan Savings Bank, and “The Bank of Michigan” (Michigan 
Sav. Bank v. Dime Sav. Bank, 162 Mich. 297, 127 N. W. 864, 139 
Am. St. Rep. 558); “Plant Seed Company” and “Michel Plant & 
Seed Company” (Plant Seed Co. v. Michel Plant, etc., Co., 37 Mo. 
App. 313); “Corning Glass Works” and “Corning Cut Glass Com- 
pany” (Corning Glass Works v. Corning Cut Glass Co., 197 N. Y. 
178, 90 N. E. 449); “Richardson & Boynton Company” and “Rich- 
ardson & Morgan Company” (Richardson, etc., Co. v. Richardson, 
etc., Co., 8 N. Y. S. 52). See Carter v. Carter Electric Co., 156 
Ga. 297, 119 S. E. 787 [14 T. M. Rep. 19]; Goldberg v. Goldberg, 
159 Ga. 761, 765, 126 S. E. 823; 14 C. J. 310, § 374, c. note 24(a). 

The name “Industrial Loan & Finance Company”’ is not so 
similar to and such a colorable imitation of the name “Industrial 
Investment Company,” the corporate name of the plaintiff, as 
would lead the public, in the exercise of ordinary care, to believe 
that the former name is the name of the latter, and thus bring about 
unfair competition. 

Applying the above principles, the court below did not err in 
sustaining the demurrer to the petition. 

Judgment affirmed. 
All the Justices concur. 


| 
| 
| 
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Eacite Emsossine Co., INc. v. New York LeatHer EmsBossine 


Co., INc., ET AL. 
(223 N. Y. Supp. 293) 


New York Supreme Court, New York County 


May 16, 1927 


Trape-Marxs—Unram Competition—Imiration or Desicns. 

An injunction pendente lite to restrain defendants from imitating 
plaintiff's designs on novelty hat boxes will be denied, where boxes do 
not reveal sufficient similarity of appearance to the ordinary observer 
giving ordinary attention to the matter. 


In equity. On plaintiff’s motion for an injunction pendente 
lite to restrain defendants from imitating its designs on novelty 
hat boxes. Motion denied. 


Abraham B. Albert, of New York City, for plaintiff. 
Coban & Berman, of New York City, for defendants. 


Levy, J.: Both litigating parties are in the leather embossing 
business. The claim of plaintiff is predicated both on unfair com- 
petition and on the alleged violation of a contract, whereby the 
parties, together with other manufacturers in the line, as members 
of an association known as the “Leather Embossing Protective 
Association, Inc.,” agreed that no member would imitate or copy 
any design employed by another member. No claim is made that 
the plaintiff has the exclusive right to manufacture leather novelty 
hat boxes, or that it has a design patent which defendants are in- 
fringing, or that the latter have attempted to “palm off” their 
products as those of plaintiff. The sole grievance seems to be that 
defendants have offered to the trade imitations of plaintiff's de- 
signs. An examination and comparison of plaintiff's and defend- 
ants’ models do not reveal sufficient similarity, even if we adopt 
the test of infringement of design patents—similarity of appear- 
ance to the ordinary observer giving ordinary attention to the 
matter. Smith v. Whitman Saddle Co., 148 U. S. 674, 18 S. Ct. 
768, 37 L. Ed. 606. There is nothing in the so-called agreement 
which indicates any intention to give a wider interpretation to the 
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term “imitate” than is understood in connection with patent in- 
fringement cases. 


From the facts as they are presented here, the motion must be 
denied. 


Union Trust Co. or SPOKANE, ET AL. V. QUIGLEY, ET AL. 
(259 Pac. Rep. 28) 


Supreme Court of Washington 
September 7, 1927 


Trape-Marks aNp Trape-Names—Uwnrair ComPetTirionN—Fatture To FILe 
CrertiFICATE SHOWING TRANSFER OF Business TO Execuror HeEtp 
Nor to Prevent Ensorn1nc Use or Trape-Name. 

Purpose of Rem. Comp. Stat. §§ 9976-9980, in requiring those 
transacting business under assumed name to file certificate giving 
information concerning it, is to advise one extending credit as to who 
real persons conducting business are, and death of former owner of 
business conducted under assumed name and transfer of interests 
to his executor and another was not such change of ownership as 
required filing new certificate to enable suit to enjoin use of trade- 
name by rival to be brought. 


In equity. Suit for injunction. From a judgment of dis- 
missal, plaintiffs appeal. Reversed. 


Davis, Heil & Davis, of Spokane, Wash., for appellants. 
E. H. Belden, of Spokane, Wash., for respondents. 


Frencu, J.: For some fifteen years prior to March 8, 1926, 
Wilbur N. Joyner had been conducting a wholesale business in the 
city of Spokane under the trade-name of Physicians’ & Surgeons’ 
Supply Company. Shortly after having commenced business, he 
filed with the county clerk of Spokane County a proper certificate, 
as required by Section 9976, Rem. Comp. Stat. The business had 
prospered, sales running from $40,000 to $60,000 annually. On 
March 8, 1926, Mr. Joyner died testate, and under the terms of his 
non-intervention will the business was to be conducted by appel- 
lants. Six days prior to Mr. Joyner’s death, respondents, who had 
for years been engaged in the same general line of business in the 
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city of Spokane under the name of Spokane Surgical Supply Com- 
pany, prepared and filed articles of incorporation, taking the name 
Physicians’ & Surgeons’ Supply Company, and now claim the ex- 
clusive right to the use of the name they have taken for their new 
corporation, are doing business under the new name, and this action 
has been brought by appellants for equitable relief. From a judg- 
ment of dismissal, this appeal has been prosecuted. 

The provisions of our statute with reference to the filing of 
a certificate (Sections 9976 to 9980, inclusive, Rem. Comp. Stat.) 
go only to the capacity of a party to sue and do not in any way 
involve the merits of the action. Hale v. Crown Columbia Pulp 
§ Paper Co., 56 Wash. 236, 105 P. 480; Thompson-Spencer Co. 
v. Thompson, 61 Wash. 547, 112 P. 655; Hale v. City Cab, Car- 
riage & Transfer Co., 66 Wash. 459, 119 P. 887; Powelson v. City 
of Seattle, 87 Wash. 617, 152 P. 829. 

Nor do we think there has been such a change of ownership 
as was contemplated by the Legislature in the enacting of the 
above-cited statutes. The purpose of these sections is to advise 
anyone extending credit to a business operating under an assumed 
name as to who the real persons conducting the business are, and 
upon the death of such person or persons and the continuance of 
the business by personal representatives an examination of the 
records would advise any interested person as to who the real 
parties in interest might be. Some time must always elapse be- 
tween the death of a person and the appointment of an executor 
or administrator. Certainly, it cannot have been within the con- 
templation of the Legislature that a valuable trade-name should be 
lost as it would be lost in this case. The good-will surrounding 
such a name cannot be taken or appropriated by a rival business 
concern to the loss and detriment of the heirs or devisees, simply 
because of the fact that for a short period of time there is no per- 
son to protect this valuable right. 

On the merits of the controversy, the case comes squarely 
within the rules laid down in the exhaustive opinion written by 
Judge Mitchell in Electric Supply Co. v. Hess, 189 Wash. 20, 245 
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P. 27. We are content to again reaffirm the rules of law there 
annunciated. 


Judgment reversed. 


Macxintosn, C. J., and Mircuett and Marin, JJ., concur. 


Guass v. Korrwirz 
(297 S. W. 573) 


Court of Civil Appeals of Texas 
June 17, 1927 
Rehearing Denied July 14, 1927 






Secret Formutas—Ricur or Discoverer. 
Discoverer of secret formulas for manufacture of medicine may ) 
prevent disclosure by ex-employee contrary to his agreement, though 
they be not in writing or protected by copyright, patent, or registered 
trade-mark, notwithstanding that such formulas may not have con- 
stituted property, within Const. Art. 12, § 6. 

Trape-Mark AND TrapE-Names—Unram Competirion—GeENERIC NamMEs— / 
ProrecteD WHERE Prior AssocraTION Makes SupsEQUENT USE BY ‘ 
Orners MISLEADING. 

Even generic names and emblems on product will be protected 

if there has been such prior combination and association of them with, 

and application of them to, new and distinctive enterprise that their 

subsequent use by others would tend to mislead public and injure 

association first so using them. 


In equity. Judgment for plaintiff, and defendant brings error. | 
Affirmed. | 


John L. Meany and R. H. Ward, both of Houston, Tex., for 

plaintiff in error. 
A. B. Wilson and L. A. Kottwitz, both of Houston, Tex., for 
defendant in error. 


Graves, J.: This writ of error has been sued out by W. W. ) 
Glass alone, looking to the review of an adverse judgment to him 
below, the substance of which is this: 


“On this December 7, 1925, in its regular order for trial came on to 
be heard the application of plaintiff, L. A. Kottwitz, as independent 
executor of the last will and testament of said Mrs. Mamie J. Bichon, 
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deceased, and of the last will and testament of Leon Bichon, deceased, 
for a writ of injunction against the defendants W. W. Glass and T. J. 
Reagan. * * * 

“And both plaintiff and defendants having appeared in person and 
by their attorneys, and no jury having been demanded, and the court, 
having heard the pleadings and the evidence offered by both parties and 
having duly considered the facts and the law, is of the opinion that the 
relief sought by plaintiff should be granted. 

“It is therefore ordered, adjudged, and decreed by the court that 
the defendants W. W. Glass, a resident of Harris County, Tex., and T. J. 
Reagan, a resident of Limestone County, Tex., and their respective agents 
and employees, be and they are hereby enjoined and restrained from 
selling or distributing any of the medicines, the formulas for which were 
prepared or used by the said Leon Bichon, deceased, during his lifetime, 
and now used by the plaintiff, as executor aforesaid, which were obtained 
and secured by the defendant Glass during the course of his employment 
by the said Leon Bichon, deceased, and from using the list of customers 
secured by defendant Glass from the business of Leon Bichon, deceased, 
or from the business conducted by plaintiff as executor aforesaid, and 
from representing to any person, persons, firms, or corporations, in 
writing or otherwise, that they, or either of them, are the only living 
persons knowing how to compound the secret Bichon remedies, from 
divulging to any persons said formulas, or any of them; from using the 
same or forms or labels, postcards, or other printed matter as were used 
by Leon Bichon, deceased, in the operation of his drug business, or as 
are used by the plaintiff in the operation of said drug business, as exeeutor 
aforesaid, in the conduct of said business, all of which will be observed 
by the defendants in this cause as the order and judgment of this court 
herein. 

“Plaintiff dismisses his cause of action herein asserted without preju- 
dice against the defendant W. W. Glass for the sum of $354.44. 

“To which action of the court the defendants and each of them ex- 
cepted and gave notice of appeal.” 


It is contended on the appeal that the judgment is null and 
void for want of power or authority in the court to render the 
same, because (1) the citation commanding the defendant to appear 
and answer in the cause was made returnable on December 21, 
1925, whereas the trial court, without jurisdiction or authority so 
to do, peremptorily called it for trial and rendered final judgment 
therein on December 7, 1925. 

(2) The plaintiff's pleadings failed to support it, in that 
they neither alleged (a) that the formulas used by Leon Bichon 
were either ever reduced to writing, or protected by him by copy- 
right, patent, or registered trade-mark, nor (b) any facts showing 
that he had any exclusive right during his lifetime to their use. 

(3) That the secret formulas, as declared upon by plaintiff, 
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not being in writing or protected by copyright, patent, or regis- 
tered trade-mark, were neither the subject of exclusive proprietor- 
ship in Leon Bichon, nor did they constitute such property as 
would pass to the plaintiff herein as his executor or to his heirs 
at law, under the statute of descent and distribution. 

(4) No one can claim protection for the exclusive use of a 
trade-mark or trade-name, which would practically give him a 
monopoly in the sale of goods other than those produced or made 
by himself, nor can a generic name, or a name merely descriptive 
of an article of trade, of its qualities, ingredients, or characteristics, 
be employed as a trade-mark, and the exclusive use of which be 
entitled to legal protection. 

We conclude that none of these objections can be sustained. 

1. There is nothing in the record impeaching the quoted 
recitation in the judgment that the cause was taken up in its regular 
order for trial; this court must therefore so assume. 

It does appear, however, that the defendant Glass entered his 
appearance and filed his original answer in the cause on November 
24, 1925, without being compelled to do so by any prior ruling of 
the court sustaining its jurisdiction, and did not therein question 
the court’s jurisdiction, but did invoke its judgment on the merits 
of the controversy (1) by plea in abatement of the suit for the 
alleged want of inherent merit, and, subject thereto, (2) by a 
general answer; that he further, on the day of the trial, December 
7, 1925, and still without protest against the courts “jurisdiction 
or authority” to try the cause at that time, appeared in person and 
by counsel, presented evidence, and, on being cast, simply excepted 
and gave notice of appeal from the judgment. This procedure had 
the effect of then not only joining issue with the plaintiff, but also 
of subjecting himself to the court’s authority to dispose of it, irre- 
spective of the later return date of the original citation. Railway 
v. Hale, 109 Tex. 251, 206 S. W. 75; York v. State, 78 Tex. 651, 
11 S. W. 869; Southwest Nat. Bank v. Cates (Tex. Civ. App.) 262 
S. W. 569. 

As its terms show, the judgment rendered was a final one, 
fully disposing of all the issues raised; if it were not, it is certain 
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that at this late date this court would have no jurisdiction to enter- 
tain an appeal therefrom. 

There being neither a statement of facts nor findings of 
law and fact brought up with the record, the only question the other 
objections present is the general one of whether or not the plaintiff's 
pleadings justified the judgment rendered. 

We think they did; while these secret formulas may not have 
constituted “property,” within the terms of Article 12, par. 6, of 
our Constitution, still it was not indispensable that they be in writ- 
ing, or protected by copyright, patent or registered trade-mark, for 
their discoverer to have such a right in them as entitled him to 
maintain the secrecy of his invention and prevent its disclosure or 
use by one obtaining a knowledge thereof through fraud or breach 
of contract with him. O’Bear v. Anti-erplo. Co., 101 Tex. 431, 
108 S. W. 967, 109 S. W. 981, 16 L. R. A. (N. S.) 520, 180 Am. 
St. Rep. 865; Chadwick v. Covell, 151 Mass. 190, 28 N. E. 1068, 
6 L. R. A. 889, 21 Am. St. Rep. 442. 

That was precisely the kind of right the executor here de- 
clared upon and sought to enforce in this application for injunction; 
in substance, as thus stated in his brief in this court, he alleged that: 


“For a number of years prior to April, 1925, Leon Bichon conducted 
a mail order drug business in the city of Houston, manufactured, sold, 
and distributed certain medicines, the formulas of which were of his own 
concoction, and were prepared by and were known only to him, except 
to such an extent as was disclosed by him to the defendant; that during 
the course of many years in business he obtained a large mailing list of 
customers known only to himself, which list was of great value, was a 
part of the private files of his business, and netted him $5,000 per year, 
or more; that the formulas so used by him in the preparation of his 
medicines, as well as the list of mail order customers, were acquired and 
secured at great expense, and practically his entire receipts, which were 
large, came from the medicines so prepared and his mail order business; 
for several years prior to the death of Leon Bichon, the defendant worked 
in his drug store at various times, assisting him in the conduct of his 
business, and enjoying his utmost confidence; during the course of this 
employment, after gaining his confidence and good-will, and after making 
a sacred promise to Bichon that he would never divulge or use the infor- 
mation as to the formulas of the business so given him by Bichon, other 
than for the benefit of Bichon or his family, the defendant induced Bichon 
to divulge to him the formulas used in the manufacture of 16 different 
prescriptions for different diseases and ailments; thereupon the defendant 
was permitted to assist in the manufacture of the 16 medicines as an 
employee of Leon Bichon, and in this way acquired the knowledge of the 
formulas and the knack of manufacturing the same, under his promise 
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and agreement not to divulge or use the same; after the death of Leon 
Bichon, and up to October 20, 1925, defendant was in the employ of plain- 
tiff, as executor, conducting the business of Bichon’s drug store, and 
obtained the mailing list of the business without plaintiff's knowledge or 
consent, as well as the forms of letters, postcards, labels, and other printed 
and written matter used by Leon Bichon in the conduct of his mail order 
drug business; defendant has since opened up a drug store in Houston, 
and is both advertising the fact of his former connection with Leon Bichon 
and circularizing the customers of Leon Bichon’s drug store to the effect 
that he is the only living person who knows how to compound the secret 
Bichon remedies; he is also using the same class of printed matter de- 
signed to appear in all respects the same as the printed and advertising 
matter used on the labels and packages of Leon Bichon, deceased; the 
defendant is wholly insolvent,” etc. 


Assuming these averments to have been proved, as must be 
done in the absence of the evidence, the right to the writ awarded 
is upheld by these additional authorities: Burrell v. Michaux (Tex. 
Civ. App.) 273 S. W. 874, aff. (Tex. Com. App.) 286 S. W. 176; 
Luckett v. Orange Julep Co., 271 Mo. 289, 196 S. W. 740; Germo 
Mfg. Co. v. Combs, 209 Mo. App. 651, 240 S. W. 877; Alff. v. 
Radam, 77 Tex. 580, 14 S. W. 164, 9 L. R. A. 145, 19 Am. St. 
Rep. 792; 88 Cyc. pp. 835, 836; Marshall v. Pinkham, 52 Wis. 
572, 9 N. W. 615, 88 Am. Rep. 756; Watkins v. Landon, 52 Minn. 
389, 54 N. W. 198, 19 L. R. A. 236, 88 Am. St. Rep. 560. 

In the Germo Case, the applicable principle is thus stated: 

“It is well settled that one who has a secret process or formula, even 
though unpatented, has a property right therein, which, though subject to 
be lost, should one honestly discover or rightfully come into the possession 
of a knowledge of the same, nevertheless will be protected as against those 


who, through breach of trust or violated confidence, attempt to apply the 
secret to their own use or to impart it to others.” 


Syllabus 9 then further summarizes the effect of that holding 
as follows: 


“Where a formula for the manufacture of a poultry remedy was 
brought to a partnership by defendant, one of the partners, as a private 
secret formula, and sold as such by them to a corporation organized by 
them, and the fact that it was secret placed on the corporate records 
and emphasized in the conduct of the business, and the stock was sold at 
a large price, equity will grant the corporation relief against a competing 
partnership organized by defendant to manufacture and sell substantially 
the same remedy under another name.” 


The rule as to the use of generic names in such connection 
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was declared by this court in Burrell v. Michauz, supra, at page 
880, par. 3, to be: 


“Even generic names and emblems will be so protected if there has 
been such a prior combination and association of them with, or applica- 
tion of them to, a new and distinctive enterprise that their subsequent 
use by others would thus tend to mislead the public and injure the asso- 
ciation first so using them.” 

As a matter of course, the trial court’s order is not to be con- 
strued as declaring any perpetuity, but rather as limiting the scope 
and effect of the restraint granted to the particular parties litigant, 
as well as to end during the continuation of the order the conditions 
that gave rise to the controversy. 

The judgment has been affirmed. 

Affirmed. 


Buiex Co., Mrers. v. Mishawaka Ruspper AND WooLeN Mra. 


CoMPANY 
(363 O. G. 214) 


Court of Appeals of the District of Columbia 
March 7, 1927 


Trape-Marxs—Goopns—Socxs anp GarTers—Same Descriptive Properties. 
Garters held to be of the same descriptive properties as socks 
and registration of a mark for use on garters held properly refused 

in view of prior use of that mark by another party on socks. 


Appeal from the Patent Office in an interference proceeding. 
Affirmed. For decision below, see 15 T. M. Rep. 508. 


Ralph Kalish, of St. Louis, Mo., for Blek Co., Mfgrs. 
E. W. Shepard and Eugene M. Giles, both of New York City, 
for Mishawaka Rubber and Woolen Mfg. Company. 


Before Martin, Chief Justice, and Ross and Van Onrspet, 
Associate Justices. 


Ross, J.: Appeal from concurrent decisions of the tribunals 
of the Patent Office, in a trade-mark interference proceeding, re- 
fusing registration to the appellant. 
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Long prior to the adoption by appellant of the mark consisting 
of the words “Red Dot” with a circular spot between, for use on 
men’s, boys’, children’s and women’s garters, appellee had widely 
used a similar mark on rubber boots, overshoes, woolen boots and 
socks. The Patent Office found, and we concur in the finding, that 
the use of deceptively similar marks on socks and garters would 
be likely to cause confusion in trade and mislead purchasers. Wolf 
§ Sons v. Lord & Taylor, 41 App. D. C. 514. [4 T. M. Rep. 214]. 

The decision is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register as a trade-mark for carbonated, non-alcoholic, non-cereal, 
maltless beverages the words “Big Ben” in view of the prior use 
by opposer, and its predecessor in business, of the words “Big 
Bill,” as a trade-mark for the same goods. 

The ground of the decision is that, the goods being the same, 
the marks are so similar that their contemporaneous use would be 
likely to cause confusion in trade. 

In his decision, after referring to the decision of a former 
Assistant Commissioner, who had held that these words were de- 
ceptively similar as applied to shirts, the First Assistant Com- 
missioner said: 


“The argument of the applicant has been carefully considered, but 
no reason is found for reaching a different conclusion with respect to 
these marks than that reached by the former Assistant Commissioner. 
The fact that other marks, including the word ‘Big, have been registered, 
as applied to these goods, and that one of these marks, namely ‘Big 
Baby,’ includes a second word beginning with B, is not deemed to be 
conclusive of the applicant’s right to register. 

. - * * - + * 
“The applicant is the later in the field. If doubt of conflict exists it 


should be resolved against the applicant. It is believed, however, that 
confusion of origin of goods is not doubtful.” * 


* Taylor-Long Co. v. Chicago Chero-Cola Bottling Co., 151 M. D. 521, 
September 28, 1927. 
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Descriptive Terms 





































Kinnan, F. A. C.: Held that the word “Artistique” is not 
registrable as a trade-mark for corsets and other articles of 
clothing on the ground that this word is merely the French term 
corresponding to the English term “artistic’’ and is descriptive of 
the goods. 

In his decision the First Assistant Commissioner said: 





“If the English word ‘artistic’ is descriptive of the character of the 
goods, the term for which the applicant seeks registration is believed to 
be no less descriptive because it is the corresponding French word. * * * 

“It is believed there can be no reasonable doubt that the word is 
merely descriptive of the character or quality of the goods. To state 
that an article of wearing apparel is artistic is to indicate it possesses 
this desirable characteristic or quality.” ? 


Goods of Different Descriptive Properties 


Moors, A. C.: Held that applicant is entitled to register, as 
a trade-mark for soles and insoles for shoes, the words “Balloon 
Sole,” the word “Sole” being disclaimed, notwithstanding the prior 
use and registration by opposer of the term “Balloon” as a trade- 
mark for boots and shoes of rubber and fabric. 

The ground of the decision is that the goods are not of the 
same descriptive properties and that, in view of the fact that the 
term “Balloon” had previously been used as a trade-mark for 
shoes, opposer is not entitled to any broad protection of the mark 
which it had adopted. 

With respect to the rights under a trade-mark, the Assistant 
Commissioner said: 


“The measure of the rights under a trade-mark is determined, at 
least to a large extent, by the trade-mark rights of others and the knowl- 
edge of the public at the time of its adoption and use. One who has 
originated a trade-mark, or one who has created a new class of goods to 
which the trade-mark is appropriated is entitled to broader protection 
than one who adopts an existing trade-mark and appropriates it to an 
existing class of goods.” 

“With respect to the opposer’s rights it is observed that the opposer 
adopted a well-known trade-mark and appropriated it to a well-known 
class of goods.” 


*Ex parte Jackson Corset Co., 151 M. D. 520, September 23, 1927. 
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With respect to the goods, he said: 


“Furthermore, the goods of the respective parties are not regarded as 
having the same descriptive properties. A boot or shoe of rubber and 
fabric, considered in its entirety, has not the same descriptive properties 
as a sole or an insole for boots and shoes. In other words, a completed 
machine or article of manufacture has not the same descriptive properties 
as one of its parts. (@ & J Tire Company v. G. J. G. Motor Car Co., 
1913 C. D. 373, 39 App. D. C. 508 [3 T. M. Rep. 243].)” 


With respect to the likelihood of confusion the Assistant Com- 
missioner, after pointing out that there was no evidence that any 
confusion had occurred, said: 


“Nor is any such confusion likely to occur. The public is aware of 
the fact that in the shoe industry it is common practice for different 
manufacturers to manufacture different parts of a shoe, and others to 
assemble the parts into completed articles. That the soles of shoes are 
manufactured and sold separately to the trade, is of common knowledge, 
as may be seen by reference to most any publication relating to this art. 
(See American Shoemaking by The Shoe Trades Publishing Co., Boston, 
Mass.) It is the shoe and not the parts thereof that most concerns the 
public; and it is believed that the trade-mark “Balloon Sole” would not 


suggest to the average member of the public that the sole and the shoe 
had the same origin.” * 


Goods of Same Descriptive Properties 


Krinnan, Act. Com.: This case comes on for review, on ap- 
peal of The Premier Radio Corporation, of the decision of the 
Examiner of Trade-Mark Interferences awarding priority of adop- 
tion and use to the Premier Grand Piano Corporation, holding that 
the latter is entitled to the registrations for which it has made 
application and that the other party to the interference is not 
entitled to the registrations for which it made application. 

The interference as originally declared involved a third party, 
Premier Electric Company, but as that party took no appeal from 
the decision of the Examiner of Trade-Mark Interferences ad- 
judging it not entitled to the registration for which it has applied, 


that decision is not before me for review and such company is no 
longer a party to this interference. 
The Premier Grand Piano Corporation is involved on three 


* Firestone Footwear Co. v. Alfred G. Schmidt, 151 M. D. 517, Sep- 
tember 9, 1927. 
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applications, one for the registration of the notation “Premieradio 
Grand” for combined grand pianos and radio receiving sets, an- 
other for the registration of the word “Premieradio” for combined 
radio receiving sets and grand pianos and radio receiving sets com- 
binable with grand pianos, and a third for the registration of the 
notation “Premier” for combined radio receiving sets and grand 
pianos. Appellant, The Premier Radio Corporation, seeks the 
registration of the notation “Premier Radio” for radio receiving 
sets. 

The Examiner of Interferences held it was shown by the 
records of this Office that the appellee, Premier Grand Piano Cor- 
poration, had registered the term “Premier” for pianos and piano 
players on an application filed May 22, 1920, registration No. 
155,054, and that, under a ruling of this Office that radio receiving 
sets are a logical and proper expansion of the business of a piano 
manufacturer, and the date of the filing of the application above 
referred to, namely, May 22, 1920, being prior to any date estab- 
lished by the appellant, the latter was not entitled to registration. 

Under the established rulings of this Office, prima facie evi- 
dence of ownership attached to a registered mark is effective as 
to the date of the application for registration. I am on record as 
holding in Wilcor § White Co. v. Radio Service Company, 151 
M. D. 147, that the making and selling of radio receiving sets is 
but a logical extension of the business of a piano manufacturer, 
and that a later comer in the field is not entitled to register a 
trade-mark for radio receiving sets where that mark had been 
previously used and was being used by a piano manufacturer as a 
trade-mark for its goods. 

If this holding is correct, then clearly the decision appealed 
from is proper, for the appellant, Premier Radio Corporation, has 
established no date of use of its mark as early as the date on which 
the application which matured into the registration of the appellee 
was filed. 

Appellant’s argument has been carefully considered, but no 
reason is found for reaching a conclusion other than that reached 
in the case cited. While in that case it appeared that the piano 
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manufacturer had long used its mark and the mark was well known 
in the trade, that fact was not the sole controlling one in the case. 
In other words, the decision was not based on that ground alone. 
Under the existing conditions as to manufacture of musical in- 
struments, including radio receiving sets which are combined with 
pianos, it is thought that the conclusion reached in the prior case 
was right and it is adhered to. Clearly, under that ruling a later 
comer in the field is not entitled to register for radio receiving sets 
a mark previously used upon, and registered for, pianos. Confu- 
sion of origin of goods would seem to be quite certain if the same 
mark appeared upon a combined piano and radio receiving set as 
appeared upon a separate radio receiving set. 

The decision of the Examiner of Trade-Mark Interferences 
holding that the Premier Grand Piano Corporation is entitled to 
register the marks shown in its applications involved herein and 
that The Premier Radio Corporation is not entitled to register its 
mark is affirmed.* 


Non-conflicting Marks 


Kinnan, F. A. C.: This case comes on for review, on appeal 
of the opposer, Rosenberg Bros. & Co., of the decision of the Ex- 
aminer of Trade-Mark Interferences, dismissing the opposition 
filed by it and holding that Robert G. Horowitz, the applicant, 
is entitled to register the trade-mark shown in his application. 

The trade-mark sought to be registered consists of the words 
“Washington Park” arranged in a somewhat rectangular border 
with what is presumed is intended to be an outline of the head of 
George Washington arranged at the lower of the border. The 
mark upon which the opposition is based consists of the words 
“Fashion Park,” used in some instances and as shown in the regis- 
tration of opposer in connection with the figure of two men on 
horseback. The goods of both parties are the same, namely, men’s 
outer clothing. 

The only question for consideration is whether applicant’s 


‘The Premier Radio Corp. v. Premier Grand Piano Corp., 151 M. D. 
, October 7, 1927. 
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mark so resembles that of opposer that confusion in trade is likely. 

The marks when viewed in their entirety are quite different 
in appearance and have many distinguishing points, the only com- 
mon feature being the word “Park.” The other words used with 
this word, namely, “Fashion” by opposer and “Washington” by 
applicant, have nothing in common in appearance, sound or signifi- 
cance, and it is not believed purchasers would be at all likely to 
confuse one with the other. 

As noted by the applicant the word “Park,” used with another 
word, has been registered as a trade-mark for dress and negligee 
shirts, night shirts and pajamas, prior to opposer’s adoption and 
use of its mark. See registration No. 100608, October 20, 1914. 
This class of goods is more nearly like those of the opposer’s and 
possibly this prior use of the word “Park” restricts, to some ex- 
tent, the rights of opposer in the protection to which it is justly 
entitled. It is further noted opposer cannot be regarded as entitled 
to the use of the word “Park” alone. See John Morrell § Co. v. 
Hauser Packing Co., 20 F. (2d) 718 [17 T. M. Rep. 411]. 

Opposer’s mark suggests a fashionable park or a park where 
fashionable persons congregate and therefore suggests that the 
goods to which this mark is applied are fashionable clothes, whereas 
the mark of the applicant carries no such suggestion, but merely 
suggests a park which has the name “Washington.” 

No evidence was offered to show that there has been any con- 
fusion nor was any testimony submitted by persons familiar with 
the trade in which these parties are engaged, that confusion would 
be likely. 

No error is found, therefore, in the decision dismissing the 
opposition and that decision is affirmed and the applicant is held 
entitled to register his mark.° 


Kinnan, F. A. C.: This case comes on review on appeal of 
the opposer, Rosenberg Bros. & Co., of the decision of the Examiner 
of Trade-Mark Interferences dismissing the opposition filed by 


*Rosenberg Bros. & Co. v. Robert G. Horowitz, 151 M. D. —, 
October 10, 1927. 
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Rosenberg Bros. & Co., and holding that the applicant, the Simon 
Levin & Sons Co., is entitled to register the trade-mark shown in 
its application. 

The mark sought to be registered consists of the words ‘‘Col- 
lege Park” in association with an entrance gateway, such as might 
be used at an entrance to the grounds of a college, and with a rep- 
resentation of an open book and a lamp. The mark upon which 
the opposition is based consists of the words “Fashion Park,” 
associated in some instances with a representation of two men on 
horseback. The goods of the parties are the same, namely, men’s 
outer clothing. 

The only question which arises is as to the similarity of the 
marks. These marks have in common the term “Park,” but the first 
two words of the marks, namely, “College” and “Fashion,” are so 
different and the general significance of the two marks so different 
that it is not seen how purchasers could be deceived by the con- 
temporaneous use of these two marks. The opposer’s mark clearly 
is suggestive that the goods are fashionable, whereas in the appli- 
cant’s mark there is only the suggestion that the goods are of the 
general character worn by college students. No evidence of con- 
fusion in trade has been offered, nor any testimony by those familiar 
with sales conditions that confusion would be likely. 

In an attempt to show that the word “Park” is either common 
property or so frequently used that opposer can base no rights 
thereon except in association with the other word, the applicant 
calls attention to a number of registrations of marks having the 
word “Park” as the second word thereof or first word or syllable 
of a two-word mark or a compound word mark. 

Almost all these registrations, however, were effected after 
opposer’s proven date of use and very few of them even allege a 
date of use, as early as opposer’s. One of the earlier registrations 
relates to shoes. While shoes are not regarded as goods of the 
same class as men’s outer garments and, in consequence, it is not 
seen that this prior registration has any bearing on opposer’s rights 
here, yet the fact must be noted that in opposition No. 7376, this 
opposer contends these goods do belong to the same class. 
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Registration No. 100608, issued October 20, 1914, for the 
mark “Park Square,’ used on dress and negligee shirts, night 
shirts and pajamas, indicates the use, prior to opposer’s adoption 
and use, of the word “Park” on goods more nearly of the class of 
opposer’s goods. Possibly this prior registration should have some 
effect in narrowing somewhat the scope of the protection to which 
opposer is justly entitled. 

It may be noted in this connection that aside from this prior 
registration it has been held use of a two-word mark, such as 
“Towa’s Pride,” “Morrell’s Pride,” etc., did not create a trade- 
mark right in the word “Pride” alone. Likewise it must be held 
the use and registration of the composite words “Fashion Park” 
did not create any exclusive right in the word “Park” alone. See 
decision in John Morrell §& Co. v. Hauser Packing Co., 20 F. (2d) 
713, U. S. C. C. of Apps., 9th Circuit [17 T. M. Rep. 411]. 

It is not seen how the registrations effected on applications 
filed after opposer’s date of use, have any bearing upon the ques- 
tion here under review. However, as stated above, notwithstanding 


that both marks include the word “Park,” the general appearance 
and significance of the marks in their entirety are too different to 
justify a conclusion of likelihood of confusion. 

The decision of the Examiner of Trade-Mark Interferences 
dismissing the opposition and holding that the applicant is en- 
titled to register the mark shown in its application, is affirmed.® 


Kinnan, F. A. C.: This case comes on for review, on appeal 
of the opposer, Rosenberg Bros. & Co., of the decision of the Ex- 
aminer of Trade-Mark Interferences dismissing its opposition and 
holding that the applicant, Wetherby-Kayser Shoe Co., is entitled 
to register the trade-mark shown in its application. 

Applicant’s trade-mark consists of the words “Fashion Lane”’ 
as applied to footwear and hosiery. The opposition is based on 
use of the words “Fashion Park,” shown sometimes in association 


* Rosenberg Bros. & Co. v. The Simon Levin & Sons Co., 151 M. D. 
» October 10, 1927. 





DECISIONS OF THE COMMISSIONER OF PATENTS 501 


with a representation of two men on horseback, as applied to men’s 
outer clothing. 

The only point of similarity between the two marks consists 
of the word “Fashion.’’ Obviously, however, this word is fairly 
descriptive of the character of the goods, namely, that they are 
fashionable, and no one can acquire an exclusive right to the use 
of such a word. In the case of Franklin Knitting Mills, Inc. v. 
Kassman & Kessner, Inc., 848 O. G. 580, 56 App. D. C. 348 [16 
T. M. Rep. 843], the court held as to the marks “Fashion Park” 
and “Fashionknit” : 


“The word ‘Fashion’ being descriptive as applied to wearing apparel 
of any kind is not susceptible of exclusive appropriation. 

“Since both parties have the right to use the word ‘Fashion,’ the word 
‘Park’ sufficiently distinguishes appellee’s mark from that of appellant.” 


Certainly by adopting and using the term “Fashion Park,” as 
a trade-mark, the opposer did not acquire the right to prevent any- 
one else from using the descriptive word “Fashion” in connection 
with any other word, no matter how different from the word “Park,” 
applied to any articles of clothing. 

It is not apparent that there is any likelihood of confusion 
because of the contemporaneous use of these two marks even if 
they were applied to the same class of goods. The marks do not 
look alike, do not sound alike, and do not have a similar meaning. 
It is held, therefore, that “Fashion” is public property and that 
the words “Park” and “Lane” are wholly dissimilar and, in con- 
sequence, there is no probable confusion in trade if both marks 
appear in the,same field upon the respective goods involved. 

In view of the above it is not necessary to pass upon the ques- 
tion whether the goods of the two parties are of the same descrip- 
tive properties. The fact must be noted, however, that shoes and 
clothing are not manufactured by the same manufacturer and op- 
poser has not shown that hosiery and men’s outer clothing are so 
manufactured, although they are frequently sold in the same stores. 
This latter is, however, true of cigars and candy; fruit and maga- 
zines. 


I am not aware of any court adjudicated case, and opposer 
has cited none, holding that these articles of clothing and footwear 
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are regarded as goods of the same descriptive properties in a 
trade-mark sense. In the case of R. H. Macy § Co. v. H. W. 
Carter & Sons, 146 M. D. 888 [15 T. M. Rep. 827] it was held 
men’s and boys’ coats were not goods of the same descriptive prop- 
erties as hosiery. 

The decision of the Examiner of Interferences dismissing the 
opposition and holding the applicant entitled to register the mark 
shown in its application, is affirmed.’ 


Petition 


Rozertson, C.: The letter from Hazard & Miller, dated 
September 18 (filed September 21), relating to this interference, 
is treated, though not served upon the opposing party, as a petition 
from the action of the Examiner of Interferences denying the 
petition to dissolve the interference. 

The opposer had a right under the Federal practice to with- 
draw its opposition, no testimony having been taken (Young v. 
J. Samuels § Bro., Inc., 282 F. 784; Elevator Supplies Co. v. 
Beedtcher, 11 F. (2nd) 609; Standard Oil Co. v. Crew Levick Co., 
256 O. G. 647 [8 T. M. Rep. 411]). The publication of applicant’s 
mark was no holding by the Examiner that the two marks did not 
conflict. 

When times for taking testimony were set on June 25, 1926, 
time was filed within which the applicant could have brought a 
motion to dissolve on the ground that the marks did not conflict. 
No such motion was brought. 

It is noted that the time for taking testimony were reset on 
September 10, 1926, and that applicant’s time for taking testimony 
is still running. 

Nothing has been done which would have justified the dis- 
solution of the interference and the action of the Examiner of In- 
terferences was therefore proper.® 


* Rosenberg Bros. & Co. v. Wetherby-Keyser Shoe Co., 151 M. D. ——, 
October 10, 1927. 


*Nu Bone Corset Co. v. American Lady Corset Co., 151 M. D. ——, 
October 11, 1926. 








